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DETAILED ACTION 



Response to Amendment 



1. In response to the Amendment received on February 25, 2009, the examiner has 
carefully considered the amendments. 



Response to Arguments 



2. Applicant's arguments filed Remarks have been fully considered but they are not 
persuasive. Applicant argues the cited reference found in the rejections, US 2005/0148676 to 
Doi et al, does not qualify as prior art under 35 USC 102(b) because the cited reference was 
published on July 7, 2005 whereas the instant is the national phase of PCT/JP2004/010124 
which was filed July 15, 2004, prior to the publication date of the cited reference. Also the cited 
reference does not qualify as art under 35 USC 102(e) because the cited reference is the 
national Phase of PCT/JP03/03278 and was published in Japanese as WO 03/078491. This is 
convincing in-part, as a result the 35 USC 102(b) portion of the rejection is being withdrawn 
because the publication date of the cited reference is not one (1) year prior to the filing date of 
the instant application. However the examiner deems that a 35 USC 102(e) and 35 USC 102 
(a) rejection is warranted. While the cited reference is the National Phase of PCT/JP03/03278, 
which was filed March 18, 2003 as applicant argues, the cited reference also has a US filing 
date of September 14, 2004. This effective filing date of the reference makes it prior art under 
35 USC 102 sections (e) and (a). And because the applied reference to Doi et al 
(2005/0148676) has a common inventor with the instant application. Based upon the earlier 
effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 102(e). The 
rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 CFR 1.132 
that any invention disclosed but not claimed in the reference was derived from the inventor of 
this application and is thus not the invention "by another," or by an appropriate showing under 
37 CFR 1.131. 
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Art Unit: 1796 

Claim Rejections - 35 USC § 102/35 USC § 103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351 (a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21 (2) of such treaty in the English language. 

(a) the invention was known or used by others in this country, or patented or described 
in a printed publication in this or a foreign country, before the invention thereof by the 
applicant for a patent. 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 1, 3-6, and 10-11 are rejected under 35 U.S.C. 102(a and e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Doi et al (2005/0148676). 

This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 1 32 that any invention disclosed but not claimed in the copending application was 
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derived from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. This rejection may not be overcome by the filing of a 
terminal disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885 (Fed. Cir. 1991). 

Doi et al sets forth resin compositions and optical elements made therefrom. Said resin 
composition comprises a urethane (meth) acrylate oligomer component (A), a bisphenol A 
epoxy (meth) acrylate (B), a monomer component comprising phenoxy polyethylene glycol 
(meth) acrylate (C), a bisphenol A polyethoxydiol di(meth) acrylate (D), and a photoinitiator (E)— 
see abstract and examples. It is deemed that the urethane methacrylate of the reference reads 
on the thermoplastic component (d) of claim 1 and the phenoxy polyethylene glycol (meth) 
acrylate is deemed to read on the mono-functional (meth) acrylate of claim 1 . The ethoxylated 
Bisphenol A epoxy (meth) acrylate of Doi et al has the general formula (VI) as found on page 5. 
Doi et al teaches per example that the ethoxylated Bisphenol A epoxy (meth) acrylate can be 
used in combination with another ethoxylated bisphenol A epoxy (meth) acrylate, wherein the 
difference between the two are the molar addition amounts of the ethoxylated portions in the 
compound. This teaching reads on applicant's (b1) and (b2) and the corresponding definitions 
as found in claim 1. Regarding applicant's component (b3), Doi et al teaches that in addition to 
the above required components other vinyl or (meth) acryloyl compounds can be added, 
wherein bi- and higher functional (meth) acrylate compounds containing oxyalkylene structures 
can be found, such as bisphenol A polypropoxydiol dimethacrylate is taught among other 
alkoxylated alkylenes-see section [0058] on page 5. Therefore, the examiner deems that Doi 
et al sets forth the composition of claims 1 and 3. In the alternative, it is also deemed that Doi et 
al renders instant resin composition obvious in such a way that one of ordinary skill in the art 
would have been able to make/obtain the instantly claimed composition of claim 1 from the 
teachings of said reference. Regarding claim 4, Doi et al does not expressly teach the Tg of 
the urethane (meth) acrylate in the resin composition. And since the Patent and Trademark 
Office is not equipped to conduct experimentation in order to determine whether Applicant's 
composition differs and, if so, to what extent, from the discussed reference (the Tg of the 
thermoplastic resin). Therefore, with the showing of the reference, the burden of establishing 
non-obviousness by objective evidence is shifted to the Applicants. Regarding claim 5, the 
phenoxyethylene glycol (meth) acrylate is deemed to read on the mono-functional (meth) 
acrylate having a cyclic structure and the formula (IV) for the epoxy (meth) acrylate used in the 
resin composition of Doi et al reads on the defined epoxy (meth) acrylate. Regarding claim 6, it 



Application/Control Number: 10/565,574 
Art Unit: 1796 



Page 5 



is deemed that the examples set forth overlapping ranges with the instant claimed ranges in 
claim 6. Regarding claim 10, Doi et al teaches said resin composition is coated onto a 
transparent substrate, such as polycarbonate, polystyrene, polyester and polyacrylic resins, and 
then cured using ionizing radiation to form an optical element. Said transparent substrate is in 
the form of a lens-see section 0084. Regarding claim 11, Doi et al, per section 0087, teaches 
the resin composition can be coated onto a transparent substrate in a Fresnel lens shaped mold 
for form a coating, to obtain a Fresnel lens having a refractive index as defined within the 
teachings of the reference-also see section [0091], [0092], and the examples. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. Claims 2 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Doi et 
al (same as above). 

6. Doi et al is set forth in the above rejection as reading on the instant claimed invention, 
however Doi et al does not expressly teach adding multi-functional (meth) acrylate compounds, 
such as tri- or higher-functional compounds in the resin composition. Doi et al does teach the 
addition of optional additives, such as mono-functional and multi-functional compounds, 
including tri- and higher-functional (meth) acrylate compounds. Therefore the examiner deemed 
that it would have been obvious to a skilled artisan to select a tri- or higher functional 
compounds, such as those disclosed by the reference. The motivation would have been a 
reasonable expectation of increasing and/or modifying the crosslink density of the cured 
product, as well as, diluting the resin composition to tailor the viscosity to the necessary values 
for coating processes in absence of evidence to the contrary and/or unexpected results. 
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Regarding claim 8, Doi et al sets forth the use of alkoxylated trimethylolpropane triacrylates. 
The examiner deems that one of ordinary skill in the art would have been motivated to select 
said compounds because they are known to increase and/or modify the crosslink density of the 
cured product, as well as, diluting the resin composition to tailor the viscosity to the necessary 
values for coating processes in absence of evidence to the contrary and/or unexpected results. 
Additionally, it is deemed that the courts have upheld that it is obvious to add known ingredients 
for their known properties-see In re Under 173 USPQ 356. Regarding claim 2, it is deemed 
that Doi et al teaches the mass ratio of b1/b2 in the examples, for instance see composition E in 
Table 1, however Doi et al fails to teach the mass ratio of b3/ (b1 + b2). The examiner deems it 
is well within the skill of an ordinarily skilled artisan not only to choose an propoxylated 
bisphenol A or other (meth) acrylate compound from the optional monomers as taught by the 
reference (see section 0058) but also to increase the addition from those (for the optional 
monomers) found in the examples to overlap with the claimed ranges. The motivation would 
have been a reasonable expectation of increasing and/or modifying the crosslink density, 
optimizing the coating viscosity, as well as, dissolving the other components to obtain a 
homogeneous coating composition (i.e. compatibility with the other required alkoxylated 
components in the composition) in the absence of evidence to the contrary and/or unexpected 
results. Additionally, the courts have upheld not only that it is obvious to add known ingredients 
for their known properties-see In re Linder 173 USPQ 356, but also that determination of 
optimum values of known "result effective variable" is not patentable-see In re Boesch, 205 
USPQ 215. 



Conclusion 



7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Sanza L. McClendon whose telephone number is (571) 272-1074. The 
examiner can normally be reached on Monday through Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Sanza L McClendon/ 
Primary Examiner, 
Art Unit 1796 
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